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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hatakeyama (U.S. Pat. No. 5,589,444). 

In Table 1, example 9, Hatakeyama discloses a grease comprising a base oil, a 
thickener (diurea), and 2.0% by weight of a molybdenum dithiocarbamate extreme 
pressure agent. In footnote 13, Hatakeyama teaches that the molybdenum 
dithiocarbamate is Molyvan 822, which according to Table 1 of the current specification 
has 2.6 mgS/g active sulfur. The product of the amount of active sulfur and the amount 
of molybdenum dithiocarbamate is 5.2, within the range recited in claim 1 . The grease 
of Hatakeyama's example 9 therefore meets the limitations of claims 1 and 3-4. The 
grease of Hatakeyama additionally comprises 0.5% of a sulfur-phosphorus extreme 
pressure, agent, which according to footnote 1 1 is Anglamol 99. While the active sulfur 
content of Anglamol 99 is not disclosed, due to the low concentration it is clear that the 
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sum of the products for Molyvan 822 and Anglamol 99 in example 9 of Hatakeyama will 
fall within the range recited in claim 2, and the composition will therefore meet claim 2. 
As the greases of Hatakeyama must be formed by adding the thickener and the 
extreme pressure agent(s) to base oil, claim 5 is met as well. 

3. Claims 1 and 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takeuchi (U.S. Pat. No. 5,604,187). 

In Table 1, example 3, Takeuchi discloses a grease comprising a base oil, a 
thickener (diurea), and 2.0% by weight of an extreme pressure agent. In footnote 4, 
Takeuchi teaches that the extreme pressure agent is Anglamol 33, which according to 
Table 1 of the current specification has 2.8 mgS/g active sulfur. The product of the 
amount of active sulfur and the amount of extreme pressure agent is 5.6, within the 
range recited in claim 1 . The grease of Takeuchi's example 3 therefore meets the 
limitations of claims 1 and 3-4. As the grease of Takeuchi must be formed by adding the 
thickener and the extreme pressure agents to base oil, claim 5 is met as well. 

4. Claims 1 and 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kondo (U.S. Pat. No. 6,037,314). 

In Table 1, example 8, Kondo discloses a grease comprising a base oil, a 
thickener (diurea), and 3.0% by weight of a molybdenum dithiocarbamate extreme 
pressure agent. In footnote 5, Kondo teaches that the molybdenum dithiocarbamate is 
Molyvan 822, which according to Table 1 of the current specification has 2.6 mgS/g 
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active sulfur. The product of the amount of active sulfur and the amount of molybdenum 
dithiocarbamate is 7.8, within the range recited in claim 1 . The grease of Kondo's 
example 9 therefore meets the limitations of claims 1 and 3-4. As the grease of Kondo 
must be formed by adding the thickener and the extreme pressure agents to base oil, 
claim 5 is met as well. 

5. Claims 1 and 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bailey (U.S. Pat. 4,110,233). 

In Table 5, Bailey discloses numerous grease compositions comprising a base 
oil, a lithium soap thickener, and 4.50% by weight of an additive package. In Table 4 
Bailey teaches that that additive package comprises 33.33% by weight of Anglamol 33 
(sulfurized hydrocarbon), leading to a concentration of 1 .5% by weight Anglamol 33 in 
the overall grease. According to Table 1 of the current specification, Anglamol 33 has 
2.8 mgS/g active sulfur. The product of the amount of active sulfur and the amount of 
extreme pressure agent is 4.2, within the range recited in claim 1 . The grease of Bailey 
therefore meets the limitations of claims 1 and 3-4. As the grease of Iso must be formed 
by adding the thickener and the extreme pressure agents to base oil, claim 5 is met as 
well. 

6. Claims 1 and 3-7 are rejected under 35 U.S.C. 102(e) as being anticipated by Iso 
(U.S. Pat. No. 2005/0261141). 
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In the abstract, Iso discloses a rolling bearing comprising a grease. In Table 1 1 , 
example 9-4, Iso discloses a sample grease comprising a base oil, a diurea thickener, 
and 2.0% by weight of a zinc dithiocarbamate. In paragraph 487 Iso discloses that the 
zinc dithiocarbamate is Vanlube AZ, which according to Table 1 of the current 
specification has 1 .9 mgS/g active sulfur. The product of the amount of active sulfur and 
the amount of molybdenum dithiocarbamate is 3.8, within the range recited in claim 1 . . 
The grease of Iso's example 9-4 therefore meets the limitations of claims 1 and 3-4. As 
the grease of Iso must be formed by adding the thickener and the extreme pressure 
agents to base oil, claim 5 is met as well. The rolling bearing comprising the grease 
meets the limitations of claim 6. In paragraph 93 and figure 1 Iso teaches that the rolling 
bearing can be a ball bearing, meeting the limitations of claim 7. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Suzuki (U.S. Pat. No. 5,952,273) discloses in Tables 1-2 grease compositions 
comprising Molyvan 822 and Anglamol 33. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to James Goloboy whose telephone number is (571)272- 
2476. The examiner can normally be reached on M-F 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JCG 



/Glenn A Caldarola/ 
Acting SPE of Art Unit 1797 



